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OFFICE ACTION SUMMARY 

^ Responsive to communication(s) filed on , O 1 

□ This action is FINAL. 



dX23 R 'l 



DATE MAILED:? 4 2 



1 1/08/0 1 



□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 D.C. 1 1 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire 2 month(s), or thirty days, 

whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 

M Claim(s) . 



. is/are pending in the application. 



Of the above, claim(s) . 

□ Claim(s) 

^ Claim(s) 

□ Claim(s) 

□ Claims 



. is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



. is/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_ are subject to restriction or election requirement. 



□ The drawing(s) filed on 

□ The proposed drawing correction, filed on . 



. is/are objected to by the Examiner. 
is □ approved □ disapproved. 



□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All G Some* G None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C, § 1 19(e). 
Attachment(s) 

Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 
G Notice of Informal Patent Application, PTO-152 



■ SEE OFFICE ACTION ON THE FOLLOWING PAGES - 



PTOL-326 (Rev. 10/95) 
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Art Unit: 3742 



Reissue Applications 



Claims 39-56 are rejected under 35 U.S.C. 251 as being based upon new matter added to 
the patent for which reissue is sought. The added material which is not supported by the prior 
patent is as follows: 

In claim 39 the new matter is listed in lines 7-13 and comprises describing the coil as 
having interior, intermediate and peripheral portions and also describing different magnetic fluxes 
for these different coil portions. Note that the original disclosure and claims are silent as to any 
discussion of magnetic flux. These same limitations are likewise found in claim 45 on lines 10-16 
, and in claim 5 1 on lines 10-17, claim 54 on lines 8-15. In claim s 40, 46- 50 new matter is 
disclosed as the new limitations setting forth that the interior coil comprises plural radially and 
circumferentially extending turns , with the intermediate portion not including a complete turn . 
Note that the original disclosure is drawn to a coil having a first and a second segment in series, 
not the three segments now claimed. 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 



2. Claims 39-56 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 



matter which was not described in the specification in such a way as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. .New matter is set forth in the above claims. The new matter comprises 
inclusion of a coil comprised of three segments , an interior portion, an intermediate portion and a 
peripheral portion. The original specification described only a coil having two segments in series. 
The new claims also set forth language setting forth variation of ;the magnetic flux relative to the 
coil segments. However, the original disclosure makes no mention of the term magnetic flux , but 
mentions only variation of the coil current to effect a plasma having uniform plasma 
characteristics. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 39-56 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Yoshida et al or Hama et al. Both patents teach more current flow the peripheral portion of the 
coil than to the center portion of the coil. It is obvious that this effect results in a more intense 
magnetic flux at the peripheral portion of the plasma chamber , as claimed. 




; 
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Art Unit: 3742 

This application is objected to under 37 CFR 1.172(a) as the assignee has not established 
its ownership interest in the patent for which reissue is being requested. An assignee must 
establish its ownership interest in order to support the consent to a reissue application required 
by 37 CFR 1.172(a). The assignee's ownership interest is established by: 

(a) filing in the reissue application evidence of a chain of title from the original owner to 
the assignee, or 

(b) specifying in the record of the reissue application where such evidence is recorded in 
the Office (e.g., reel and frame number, etc.). 

The submission with respect to (a) and (b) to establish ownership must be signed by a 
party authorized to act on behalf of the assignee. See MPEP § 1410.01 . 

An appropriate paper satisfying the requirements of 37 CFR 3.73 must be submitted in 
reply to this Office action. 

The original patent, or an affidavit or declaration as to loss or inaccessibility of the original 
patent, must be received before this reissue application can be allowed. See 37 CFR 1. 178. 

The oath or declaration is defective. A new oath or declaration in compliance with 37 
CFR 1.67(a) identifying this application by application number and filing date is required. See 
MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 



# 



• 
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Art Unit: 3742 

It does not state that the person making the oath or declaration acknowledges the duty 
to disclose to the Office all information known to the person to be material to 
patentability as defined in 37 CFR 1.56. 

The language used for the duty to disclose is improper. 

Claims 1-56 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in this 
Office action. 

Claims 39-56 are rejected under 35 U.S.C. 251 as being an improper recapture of 
broadened claimed subject matter surrendered in the application for the patent upon which the 
present reissue is based. See Hester Industries, Inc. v. Stein, Inc., 142 F.3d 1472, 46 
USPQ2d 1641 (Fed. Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 
1997); Ball Corp. v. United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 
1984). A broadening aspect is present in the reissue which was not present in the application 
for patent. The record of the application for the patent shows that the broadening aspect (in 
the reissue) relates to subject matter that applicant previously surrendered during the 
prosecution of the application. Accordingly, the narrow scope of the claims in the patent was 
not an error within the meaning of 35 U.S.C. 251, and the broader scope surrendered in the 
application for the patent cannot be recaptured by the filing of the present reissue application. 
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The original patent claims set forth use of different magnitude currents through the 
individual coil segments. These limitations were added to the claims in the amendment filed 
March 3, 1997 to overcome the prior art. New claims 39-56 are silent as to this feature. 

Any inquiry concerning this communication should be directed to M. H. Paschall at 
telephone number (703) 308-1642. 



mp 




July 13, 2001 



Primary Examiner 



